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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1 .98(b) requires a list of all patents, publications, or other information 
submitted for consideration by the Office, and MPEP § 609 A(l) states, "the list may not be 
incorporated into the specification but must be submitted in a separate paper." Therefore, unless 
the references have been cited by the examiner on form PTO-892, they have not been 
considered. 

The oath or declaration is defective. A new oath or declaration in compliance with 37 
CFR 1 .67(a) identifying this application by application number and filing date is required. See 
MPEP §§ 602.01 and 602.02. 

The oath or declaration is defective because: 

It does not identify the post office address of each inventor. A post office address is an 
address at which an inventor customarily receives his or her mail and may be either a 
home or business address. The post office address should include the ZIP Code 
designation. 

Applicant has not given a post office address anywhere in the application papers as 
required by 37 CFR 1.33(a), which was in effect at the time of filing of the oath or declaration. 
A statement over applicant's signature providing a complete post office address is required. 

Applicants claim for domestic priority under 35 U.S.C. 1 19(e) is acknowledged. 
However, the provisional application upon which priority is claimed fails to provide adequate 
support under 35 U.S.C. 1 12 for claims 1-20 and 22-28 of this application. The provisional 
application requires the presence of all seven compounds of europium, terbium, calcium, 
strontium boride, yttrium oxide, barium yttrium oxide and barium borate. Claim 1 requires at 
least two of these elements and claims 2-20 and 22-28 ultimately depend from claim 1. It is 
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noted that the subject matter of claims 7-20 and 23-28 are not taught in the provisional 
application. 

A preliminary examination of this application reveals that it includes terminology which 
is so different from that which is generally accepted in the art to which this invention pertains 
that a proper search of the prior art cannot be made. The disclosed compounds are not phosphors. 
The Examiner has been unable to find any evidence that the claimed compounds are phosphors. 
Applicant is required to provide a clarification of these matters or correlation with art-accepted 
terminology so that a proper comparison with the prior art can be made. Applicant should be 
careful not to introduce any new matter into the disclosure (i.e., matter which is not supported by 
the disclosure as originally filed). 

Claims 1 and 15 are objected to because of the following informalities: In claim 1, the 
oxide is missing from "barium yttrium oxide". The "0" at the end of claim 15 needs to be 
deleted. Appropriate correction is required. 

Claims 1-20 and 22-28 are rejected under 35 U.S.C. 1 12, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventors, at the time the application was filed, 
had possession of the claimed invention. 

The specification only discloses the composition of claim 21. The specification indication 
that the composition in table 1 and in claim 21 is the invention and will give the disclosed 
properties. This composition is different from the composition of claims 1 and 22 The 
specification teaches a scotopic lumen to photopic lumen ratio of about 2.3 1 and an effective 
pupil lumens per watt of about 44.509. These values are different from the ranges of claims 7, 9, 
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10, 12-14, 16, 19 and 20. The specification is silent as to the ratio of effective pupil lumens to 
photopic lumens and thus does not support the claimed ranges. Figure 1 teaches the major peak 
is in the range of 490-560 nm, the minor peak is in the range of 590-630 nm and the trough is 
between 560-590 nm. These values are different from that claimed. 

Claims 1-28 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The actual composition of the phosphor is unclear since disclosed compounds are not 
phosphors. The Examiner has been unable to find any evidence that the claimed compounds are 
phosphors. Claims 1-20 and 23-28 are indefinite since claim 1 only teaches an effective amount, 
but the claim does not indicate the function of the effective amount and the disclosure does not 
provide any guidelines as to the intended utilities and how the uses could be effected. The phrase 
"an effective amount" has been held to be indefinite when the claim fails to state the function 
which is to be achieved and more than one effect can be implied from the specification or the 
relevant art. In re Fredericksen 213 F.2d 547, 102 USPQ 35 (CCPA 1954). The 
more recent cases have tended to accept a limitation such as "an effective amount" as being 
definite when read in light of the supporting disclosure and in the absence of any prior art 
which would give rise to uncertainty about the scope of the claim. In Ex parte Skuballa, 
12 USPQ2d 1570 (Bd. Pat. App. & Inter. 1989), the Board held that a pharmaceutical 
composition claim which recited an "effective amount of a compound of claim 1" without 
stating the function to be achieved was definite, particularly when read in light of the 
supporting disclosure which provided guidelines as to the intended utilities and how the 
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uses could be effected. Claim 6 recites the limitation "the dominant wavelength". There is 
insufficient antecedent basis for this limitation in the claim and it is unclear what has the 
dominant wavelength, the combination phosphors or one of the compounds of claim 1. Claims 7 
and 14 are duplicates. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. patent 
5,122,710. 

This reference teaches a combination of phosphors comprising effective amounts of 

europium, terbium, yttrium oxide and calcium which has a peak luminescence in the scotopic 

range, which is about 400 nm up to about 700 nm. Figure 3 shows that combinations of 

phosphors have a power distribution that includes a major peak and a minor peak separated by a 

trough. The reference teaches the claimed combination. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melissa Koslow whose telephone number is (571) 272-1371. The 
examiner can normally be reached on Monday-Friday from 8:00 AM to 3:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo, can be reached at (571) 272-1233. 

The fax number for all official communications is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

A. 



cmk C. Melissa Koslow 

April 7, 2006 Primary Examiner 

Tech. Center 1700 



